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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 1-19 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

The basis of this rejection is set forth in a two-prong test of: 

(1 ) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible result. 

For a claimed invention to be statutory, the claimed invention must be within the 
technological arts. Mere ideas in the abstract (i.e., abstract idea, law of nature, natural 
phenomena) that do not apply, involve, use, or advance the technological arts fail to 
promote the "progress of science and the useful arts" (i.e., the physical sciences as 
opposed to social sciences, for example) and therefore are found to be non-statutory 
subject matter. For a process claim to pass muster, the recited process must somehow 
apply, involve, use, or advance the technological arts. The body of the claim(s) must 
recite how the technological art is employed to produce a useful, concrete and tangible 
result in a non-trivial manner. 

(A) In the present case, claims 1-19 recite an abstract idea only. The recited steps 
of the claims are merely for measuring, comparing health care network utilization, 
projecting future savings, selecting and forming virtual health care networks do not 
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involve, use, or advance the technological arts since all of the recited steps can be 
performed in the mind of the user or by use of a pencil and paper. 

In addition, for a claimed invention to be statutory, it must produce a useful, 
concrete, and tangible result. In the present case, the claimed invention produces a 
method for comparing cost and projecting savings(i.e., repeatable) used in healthcare 
network (i.e., useful and tangible). 

Although the recited process produces a useful, concrete, and tangible result, 
since the claimed invention, as a whole, is not within the technological arts as explained 
above, claims 1-19 deemed to be directed to non-statutory subject matte. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

(A) As per claim 1 , the body of the claims fails to recite how the "minimizing the 
inconvenience" function in the preamble is accomplished, "first ever method" on line 1 of 
claim 1 is confusing, not positively recited and not defined by the steps of the claim. 

(B) As per claim 9, the body of the claims fails to recite how the "minimizing the 
inconvenience" function in the preamble is accomplished. "A new method" on line 1 of 
claim 9 is confusing, not positively recited and not defined by the steps of the claim. 
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( C) As per claim 12, the body of the claims fails to recite how the "selecting " function 
in the preamble is accomplished. "A new method" on line 1 of claim 12 is confusing, not 
positively recited and not defined by the steps of the claim. 

Dependent claims 2-8,10,13-19 incorporate the deficiencies of the claims they 
depend on and are therefore rejected. 

Claim Rejections - 35 USC § 103 
5. Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lockwood (5706441 ) in view of Goodroe et al (US 2002/0123905 A1 ) and Tor Health 
Benefits, Point and Click" by Leonard Bill. 

(A) As per claim 1, Lockwood discloses a method for monitoring and accessing 
healthcare network performance comprising: 

a. providing at least one or more healthcare providers within healthcare 
networks. Lockwood, the abstract, col. 1, lines 15-20, lines 40-43, col. 5, lines 45-51; 

b. for each healthcare network, collecting information concerning utilization of the 
providers. Lockwood, the abstract, col. 1, lines 29-40, Fig. 1, element 30, col. 5, lines 
45-55, col. 8, lines 36-41; 

c . computing a measure of utilization for each of the healthcare providers. 
Lockwood, col. 4, lines 1-30, col. 11, line 10 to col. 13, line 45. 

d. comparing the measures of utilization, Lockwood, col. 11, lines 30-44, col. 11, 
line 45 to col. 13, line 45, col. 5, lines 25-30.. 

e. selecting and classifying the provider(s) as having efficient cost efficiency ( i.e. 
projecting healthcare savings) from the comparison . Lockwood, col. 13, lines 15-30. 
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Lockwood fails to expressly recite future savings and forming virtual network. 
This, however, is well known as evidenced by Goodroe et al and Leonard. Goodroe et 
al. teaches a healthcare system in which future cost savings and expenses are 
predicted, Goodroe et al., paragraphs 0005,0079. It would have been obvious to one 
having ordinary skill in the art to include future savings and with the motivation of 
reducing waste as to provide a best healthcare and still turn a profit. Goodroe, 
paragraphs 0002-0003. Leonard teaches online technology for creating full services 
health benefit web sites or virtual preferred provider organizations (PPOs). Leonard, 
paragraphs 1,2,5,6. It would have been obvious to one having ordinary skill in the art to 
include online healthcare websites or virtual healthcare organizations with the 
motivation of offering health benefits more efficiency at a lower cost. Leonard, third 
paragraph, lines 4-6. 

(B) As per claim 9, Lockwood discloses a method for monitoring and accessing 
healthcare network performance for optimization comprising: 

a. collecting the information concerning the patients (i.e. participants) including 
tracking and monitoring individual records of patients using the health care provider's 
services within the network. Lockwood, the abstract, col. 1, lines 15-20, lines 40-43, 
col. 5, lines 45-51; 

b. determining utilization for each healthcare providers for cost and case load 
complexity levels based on the stored records of the number of participants who 
received services from the healthcare providers under the networks. Lockwood, the 
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abstract, col. 1 , lines 29-40, Fig. 1 , element 30, col. 5, lines 45-55, col. 8, lines 36-41 ; 
col. 4, lines 1-60, col. 11, line 10 to col. 13, line 45. 

c . computing a measure of utilization for each of the healthcare providers. 
Lockwood, col. 4, lines 1-30, col. 11, line 10 to col. 13, line 45. 

d. comparing the measures of utilization, Lockwood, col. 11, lines 30-44, col. 11, 
line 45 to col. 13, line 45, col. 5, lines 25-30.. 

e. selecting and classifying the provider(s) as having efficient cost efficiency ( i.e. 
projecting healthcare savings) from the comparison . Lockwood, col. 13, lines 15-30. 

Lockwood fails to expressly recite future savings and designing virtual PPOs 
network. This, however, is well known as evidenced by Goodroe et al. Goodroe et al. 
teaches a healthcare system in which future cost savings and expenses are predicted, 
Goodroe et al., paragraphs 0005,0079. It would have been obvious to one having 
ordinary skill in the art to include future savings with the motivation of reducing waste as 
to provide a best healthcare and still turn a profit. Goodroe, paragraphs 0002-0003. 
Leonard teaches online technology for creating full services health benefit web sites or 
virtual preferred provider organizations (PPOs). Leonard, paragraphs 1,2,5,6. It would 
have been obvious to one having ordinary skill in the art to include online healthcare 
websites or virtual healthcare organizations with the motivation of offering health 
benefits more efficiency at a lower cost. Leonard, third paragraph, lines 4-6. 
(C) As per claim 12, Lockwood discloses a method for monitoring and accessing 
healthcare network performance for optimization comprising: 
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a. determining total health care costs for patients (i.e. participants) for a selected 
time period. Lockwood, the abstract, col. 9, lines 10-60, col. 1, lines 15-20, lines 40-43, 
col. 5, lines 45-51 ; Fig. 5. 

b. determining a portion of the total health care costs. Lockwood, col. 6, lines 30- 
51, the abstract, col. 1, lines 29-40, Fig. 1, element 30, col. 5, lines 45-55, col. 8, lines 
36-41; col. 4, lines 1-60, col. 11, line 10 to col. 13, line 45. 

c . calculating an average cost efficiency per selected procedure performed on 
participant . Lockwood, col. 12, line 49 to col. 13, line 30. 

Lockwood fails to expressly recite projecting future savings based on cost 
efficiency or discount. This, however, is well known as evidenced by Goodroe et al. 
Goodroe et al. teaches a healthcare system in which future cost savings and expenses 
are predicted, Goodroe et al., paragraphs 0005,0079. It would have been obvious to 
one having ordinary skill in the art to include future savings with the motivation of 
reducing waste as to provide a best healthcare and still turn a profit. Goodroe, 
paragraphs 0002-0003. In addition, Leonard teaches a virtual PPOs network for as an 
option for lowering cost by offering discounts. Leonard, paragraphs 1,2,5,6, 15-18,21- 
23. It would have been obvious to one having ordinary skill in the art at the time of the 
invention to include PPOs discounts with the motivation of reducing cost for healthcare 
benefits. Leonard, paragraph 3, lines 4-6. 

(D) As per claims 3,4,10,11,14,15, Lockwood teaches the managed healthcare plans 
with providers and administrators. Lockwood, col. 1, lines 29-43, and Leonard teaches 
virtual PPOs in paragraphs 2, 16-17. 



Application/Control Number: 09/753,879 Page 8 

Art Unit: 3626 

(E) As per claims 2,13, Lockwood teaches network utilization includes healthcare 
cost, the calculation of cost efficiency based on historical cost on col. 4, lines 20-30, col. 
6, lines 12-68, col. 9, lines 43-62. Furthermore, the projected future savings and 
discounts are disclosed in paragraphs 0002-0003 of Goodroe et al. and paragraphs 15- 
18,21-23 of Leonard respectively. 

(F) As per claims 7,8, Lockwood teaches the network utilization includes healthcare 
cost. The cost can include a percentage or a total (i.e. procedure by procedure basis for 
each of the services performed by the providers). Lockwood, col. 13, lines 25-31. 

(G) As per claims 5,6, Lockwood teaches the measures of utilization includes 
complexity and severity on events involve in-patient services or out-patients services. 
As such, the tracking and monitoring of patient(s) (i.e. participants) associated with in- 
patient services or out-patient services are necessary for calculating purposes. 
Lockwood, col. 2, lines 1-10, col. 4, lines 1-4. 

(H) As per claims 16,17,18, Lockwood teaches the cost determination from the 
claims and payments. Lockwood, col. 12, line 62 to col. 13, line 30, col. 6, lines 13 to 
col. 8, line 15, col. 9, lines 10-62. 

6. Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lockwood (5706441 ) in view of Goodroe et al (US 2002/0123905 A1 ) and "For Health 
Benefits, Point and Click" by Leonard Bill as applied to claim 18 above, and further in 
view of Warady et al . (6067522). 

(A) As per claim 19, Lockwood, Goodroe et al. and Leonard fail to teach IRS report. 
This, however, is well known as evidenced by Warady et al. See Warady et al., Fig 2, 



Application/Control Number: 09/753,879 Page 9 

Art Unit: 3626 

t 

element 180, col. 6, lines 24-35. It would have been obvious to one having ordinary in 
the art at the time of the invention to include IRS report with the motivation of making 
use of readily available information and conforming to standard operation. 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. "System For Flexible Benefits" (6092047); " Medical Provider 
Utilization Profiles" (6223164); " Statistically-Based Medical Provider Utilization Profiles" 
(5557514). 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kim T. Bui whose telephone number is 703-305-5874. 
The examiner can normally be reached on Monday-Friday from 8:30A.M. to 5:00P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 703-305-9588. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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